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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: 

a. Page 1, line 13: delete the word "signal" after the word "analog". 

b. Page 10, line 19: change "410" to -408--. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

1, The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification slial! conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Ciaim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

If in claims 12 and 13 the applicant is attempting to claim the memory 

storage product as being the material produced by the methods of recording 

recited in claims 1 and 3 respectively, claims 12 and 13 are rejected under 35 

USC 101 because the claimed invention is directed to non-statutory subject 
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matter. These claims do not fall within an enumerated statutory category; do not 
cover a 101 judicial exception or a practical application. Thereof, as required in 
the Interim Guidelines for Examination published in the OG of November 22, 
2005. These claims recite only nonfunctional descriptive material and therefore 
are nonstatutory. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 3, 4, 6-9, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gilman et al. (U.S. Patent 6,208,770) in view of Koyata et al. (U.S. 
Patent 6,462,753). 

Regarding claim 1, Gilman et al. discloses a method of having enabling 
software and images on a removable storage medium, comprising the steps of: 
providing a plurality of digital files representing colored digital images; 
transferring such digital files onto the removable storage medium; and providing 
enabling software and transferring such software onto the removable storage 
medium (Fig. 4; col. 8, lines 42-60). However, Gilman et al. fails to disclose a 
method of recording audio and having audio enabling software on a removable 
storage medium. 
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Referring to the Koyata et al. reference, Koyata et al. discloses a method 
of recording audio and having audio enabling software on a removable storage 
medium (abstract; col. 4, lines 51-55 - audio software on a removable storage 
medium). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teachings of providing 
audio enabling software on a removable storage medium as taught by Koyata et 
al. on the removable storage medium disclosed by Gilman et al. in order to make 
a slideshow by providing audio along with the images. 

Regarding claim 3, Gilman a method of having enabling software and 
images on a removable storage medium, comprising the steps of: providing a 
plurality of digital files representing colored digital images; transferring such 
digital files onto the removable storage medium; and providing print enabling 
software and transferring print enabling software onto the removable storage 
medium (Fig. 4; col. 8, lines 42-60), However, However, Gilman et al. fails to 
disclose a method of recording audio and having audio enabling software on a 
removable storage medium. 

Referring to the Koyata et al. reference, Koyata et al. discloses a method 
of recording audio and having audio enabling software on a removable storage 
medium (abstract; col. 4, lines 51-55 - audio software on a removable storage 
medium). 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teachings of providing 
audio enabling software on a removable storage medium as taught by Koyata et 
al. on the removable storage medium disclosed by Oilman et al. in order to make 
a slideshow by providing audio along with the images. 

Regarding claim 4, Oilman et al. in view of Koyata et al. discloses all the 
limitations as previously discussed with respect to claim 3 as well as further 
including using the audio enabling software to produce audio information and 
transferring such audio information onto the removable storage medium which 
already includes the audio enabling software and the print enabling software 
Oilman et al. discloses storing images on removable storage medium (col. 8, 
lines 53-54). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have stored the audio files along with 
the image files in order to keep all files together to easily display a slideshow 
presentation. 

Regarding claim 6, Koyata et al. in view of Oilman et al. discloses all the 
limitations as previously discussed with respect to claim 3 including that the 
removable storage medium is a write-once disc (Oilman et al.: col. 3, lines 5-7). 

Regarding claim 7, Koyata et al. in view of Oilman et al. discloses all the 
limitations as previously discussed with respect to claim 3 including that the 
audio software is prepressed at the time the write-once disc is manufactured 
(Oilman et al.: col. 3, lines 7-13). 
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Regarding claim 8, Koyata et al. in view of Oilman et al. in view of 
Anderson et al. discloses all the limitations as previously discussed with respect 
to claim 3 as well as further providing a computer which responds to the audio 
enabling software on the removable storage medium to record audio information 
onto the removable storage medium (Gilman et al. discloses a computer (14) that 
responds to the enabling software and records information onto a removable 
storage medium (18). Koyata et al. discloses a computer (1) that responds to the 
audio enabling software and records audio information onto a removable storage 
medium.). 

Regarding claim 12, claim 12 is a memory storage product corresponding 
to the method claim 1. Therefore, claim 12 is analyzed and rejected as previously 
discussed with respect to claim 1. Furthermore, Gilman et al. discloses the 
memory storage product. 

Regarding claim 13, claim 13 is a memory storage product corresponding 
to the method claim 3. Therefore, claim 13 is analyzed and rejected as previously 
discussed with respect to claim 3. Furthermore, Gilman et al. discloses the 
memory storage product. 
7. Claims 2, 5, and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gilman et al. in view of Koyata et al. as applied to claim 1 above, and further in 
view of Anderson et al. (U.S. Patent 6,839,059). 

Regarding claim 2, Gilman et al. in view of Koyata et al. discloses all the 
limitations as previously discussed with respect to claim 1 except Gilman et al. in 
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view of Koyata et al. fails to explicitly disclose using the audio enabling software 
to produce audio information for at least one of the digital files and recording 
such audio information onto the removable storage medium. 

Referring to the Anderson et al. reference, Anderson discloses recording 
audio clips with corresponding images and storing them together (Fig. 2; steps 
46-50 and 66). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teaching of attaching 
audio clips with images and storing them in the same location as taught by 
Anderson et al. with the removable storage medium disclosed by Gilman et al. in 
view of Koyata et al. in order to keep all files together to easily display a 
slideshow presentation. 

Regarding claim 9, Gilman et al. in view of Koyata et al. discloses all the 
limitations as previously discussed with respect to claims 3 and 8 as well as 
including a display coupled to the computer (Gilman et al.: display is on the 
computer (14)), However, Gilman et al. in view of Koyata et al. fails to disclose 
the audio enabling software further enabling the digital files to be viewed on the 
monitor and selected for audio recording. 

Referring to the Anderson et al. reference, Anderson et al. discloses 
enabling software enabling the digital files to be viewed on the monitor and 
selected for audio recording (Fig. 2). 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teaching of viewing the 
images selected for audio recording as taught by Anderson et al. with the 
enabling software disclosed by Gilman et al. in view of Koyata et al. in order to 
allow the user to correctly select the right images the user is recording audio clips 
for. 

Regarding claim 10, Gilman et al. in view of Koyata et al. in view of 
Anderson et al. discloses all the limitations as previously discussed with respect 
to claims 3, 8, and 9 including that the audio enabling software further enables a 
plurality of digital files to be selected for recording a single audio recording in 
association with the plurality of digital files (Anderson et al.: Fig. 2, steps 46-50). 

Regarding claim 11, Gilman et al. in view of Koyata et al. in view of 
Anderson et al. discloses all the limitations as previously discussed with respect 
to claims 3 and 8-10 including that the enabling software further enables the 
plurality of digital files to be automatically viewed in a sequence as the single 
audio recording is played (Anderson et al,: col. 4, lines 47-50). 
8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gilman et 
al. in view of Koyata et al. as applied to claims 3 and 4 above, and further in view of Hu 
(U.S. Patent 6,990293). 

Regarding claim 5, Gilman et al. in view of Koyata et al. discloses all the 
limitations as previously discussed with respect to claims 3 and 4 as well as 
disclosing print enabling software for producing a print from the digital files 
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(Gilman et aL: Fig. 3). However, Gilman et al. in view of Koyata et al. fail to 
disclose print enabling software for producing a print from the audio information, 
wherein the print includes an audio data code area which encodes the audio 
information in machine readable format. 

Referring to the Hu reference, Hu discloses a print enabling software for 
producing a print from the audio information, wherein the print includes an audio 
data code area which encodes the audio information in machine readable format 
(col. 5, lines 24-44). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the print enabling software as 
taught by Hu with the print enabling software disclosed by Gilman et al. in view of 
Koyata et al. in order to include the audio information with the prints. 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

a. Parulski et al. (U.S. Patent 5,595,389) discloses software that is 
prepressed at the time the disc is manufactured, and only the digital images are 
written to the disc as the film is scanned. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Heather R. Jones whose telephone number is 571-272- 
7368. The examiner can normally be reached on Mon. - Thurs.: 7:00 am - 4:30 pm, and 
every other Fri.: 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on 571-272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Heather R Jones 
Examiner 
Art Unit 2616 
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January 24, 2006 
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Stipeivisoiy Patent Examiner 
Art Unit;62 7,^/6 




